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Opi ni on by Seehernman, Adm nistrative Trademar k Judge:
Brownfield Realty, Ltd. has appealed fromthe final

refusal of the Trademark Exam ning Attorney to register
BROWNFI ELD REALTY LTD and design, as shown bel ow, for the
foll owm ng services:

Real estate services, nanely, the

acquisition, investnent, |easing,

owner shi p, managenent, and di sposition

of environnentally-inpaired real estate

and debt instruments secured by

environnental | y-inpaired real estate
(C ass 36);

! This Examning Attorney wote the brief on appeal. A
di fferent Exam ning Attorney exam ned the application
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Envi ronnental renedi ation, nanely,
soil, waste and/or water treatnent
services (Cl ass 40); and

Envi ronnent al managenent, nanely,
hazar dous waste managenent;
environment al due diligence, nanely,
revi ewi ng standards and practices to
assure conpliance wth environnental
| aws and regul ations (C ass 42).

The stippling shown around the circunference of the design
element is a feature of the mark; the upper portion of the
circle is lined for the color orange, and the | ower portion
of the circle is black.

Applicant has disclainmed exclusive rights to the term
LTD., but otherw se seeks registration of this mark on the
Principal Register wthout a disclainmer of the words
BROMWNFI ELD REALTY. Applicant asserts that these words are
inherently distinctive, and in the alternative, clains that
t he words have becone distinctive as provided by Section
2(f) of the Act. As a further alternative claim applicant
seeks regi stration on the Supplenental Register wthout a

di scl ai mrer of the words BROMFI ELD REALTY.
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The prosecution history of this application is
somewhat convoluted. Wen applicant originally applied to
register its mark on the Principal Register, the Exam ning
Attorney required that the words BROMWNFI ELD REALTY LTD. be
di scl ai mred on the ground that they are nerely descriptive
of applicant’s services. Applicant then offered a
di scl aimer of the words, but anended the application to the
Suppl emental Regi ster. The Exam ning Attorney required
applicant to anend the registration fromthe Suppl ement al
Regi ster to the Principal Register, stating that because
the mark was eligible for registration on the Principal
Regi ster, it could not be registered on the Suppl enenta
Regi ster (in effect, refusing registration on the
Suppl emental Register). Applicant then withdrew the
di scl ai mer of BROWNFEI LD REALTY LTD., explaining that the
of fer of the disclainmer was inadvertent, and maintained its
request for registration on the Suppl enental Register. The
Exam ning Attorney then issued an Ofice action naking
final the requirenent to anmend the application to the
Princi pal Register and to disclaimthe words BROMFI ELD
REALTY LTD. Applicant then filed a request for
reconsideration in which it disclained the termLTD.,
argued that BROWNFI ELD REALTY is not nerely descriptive of

applicant’s services and, in the alternative, that the
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wor di ng BROWNFI ELD REALTY has acquired distinctiveness.
The Exami ning Attorney was not persuaded by the clai m of
either inherent or acquired distinctiveness, and the
requirement for a disclainmer of BROANFI ELD REALTY was
eventual | y made final.

In the communications regarding the alternative claim
of acquired distinctiveness, neither applicant nor the
Exam ni ng Attorney made any reference to applicant’s
previ ous anendnent to the Suppl enental Register, and it
appeared that applicant had tacitly w thdrawn the anmendnent
to the Suppl enental Register since applicant’s clains of
i nherent and acquired distinctiveness of BROMFI ELD REALTY
are obviously at odds with its seeking registration on the
Suppl enment al Register. However, in applicant’s appeal
brief it indicates that it still seeks registration on the
Suppl enrental Register in the alternative, and the Exam ning
Attorney has discussed this issue in his brief.

The issues before us, then, are whether the words
BROWNFI ELD REALTY in applicant’s mark are nerely
descriptive of its services and nust be disclainmed, or, in
the alternative, whether these words have acquired
di stinctiveness, or, in the alternative, whether
applicant’s mark is regi strable on the Suppl enental

Regi ster without a disclainmer of these words.
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The appeal has been fully briefed,? but an oral hearing
was not requested.

The key question in this appeal is whether BROMFI ELD
REALTY is nerely descriptive of applicant’s identified
services, and therefore nust be disclainmed pursuant to
Section 6(a) of the Trademark Act, 15 U.S.C 1056(a). That
section provides, in part, that the Director may require
the applicant to disclaiman unregistrable conmponent of a
mar k ot herwi se registrable. It is the Exam ning Attorney’s
position that the termis nmerely descriptive (and therefore
unr egi strabl e) because when “brownfield’--property with

envi ronnment al cl eanup obstacles--and “realty”--real estate-
-conbine to form BROMFI ELD REALTY the resulting termis

hi ghly descriptive of applicant’s services. |n support of
this position the Exami ning Attorney has submtted a nunber
of excerpts of articles fromthe NEXI S database, including

the follow ng:?®

Salt Lake City received a $150, 000
grant to boost its brownfield

2 Wthits reply brief applicant has subnmitted a listing (42
applications and 8 registrations) of marks which include the word
REALTY. This list is manifestly untinely and has not been

consi dered. See Trademark Rule 2.142(d).

® In reaching our decision herein we have not relied on the wire
service reports submtted by the Exam ning Attorney because it is
not clear whether they were used in articles that had public
circulation. For simlar reasons, we have not considered the
articles taken fromforeign papers. Even without these articles
t hough, there are dozens of articles of record taken from papers
in circulation in the United States.
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restoration work and $50, 000 to
preserve green space.
“The Salt Lake Tribune,” April 16, 2000

...awarded Las Vegas anot her grant,
this time for $100,000, to begin the
process of cleaning up nore so-called
brownfield sites.
Brownfields are industrial or
commercial sites that are not
contam nated to the extent that they
qualify for cleanup as a Superfund
site, but...
...Last year, the 4-acre arnory site,
tai nted by hazardous waste and
petrol eum by-products, was the nation’s
first brownfield site to be restored
under the EPA revolving | oan fund.
“Las Vegas ReviewJournal,” April 15,
2000

The Environnental Protection Agency
awar ded a $200, 000 grant to the

Downri ver Conmunity Conference Thursday
to support brownfield redevel opment and
greenspace initiatives. The conference
can use $150,000 to fund its programto
devel op under-used industrial and
commercial facilities.

“The Detroit News,” April 14, 2000

The Ceneral Assenbly has passed so-
call ed brownfield | egislation, which
al l ows busi nesses to devel op abandoned
sites with environnmental problens and
cl ean them up, w thout incurring any
future liability.

“The Post and Courier” (Charl eston,
SC), April 14, 2000

...funds to study possible

contam nation at the former Connecti cut
Foundry Co. site.

The town may apply for a Brownfields
grant fromthe federal Environnental
Protecti on Agency, Mayor Donald Unw n
said Friday.
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“The Hartford Courant,” February 15,
1997

...Gov. Tommy Thonpson’s proposal for
t he 1997-’ 99 budget includes $20
mllion in grants to help clean
environnental | y contam nat ed
properties, known as brownfields.

“M | waukee Journal Sentinel,” February
14, 1997
The Lautenberg bill, naned the

“Brownfields and Environnental C eanup
Act of 1997,” and the Republican
brownfields initiative would boost

envi ronnental audits, site
characterization and renedi ation
activity at contam nated industria
sites around the country.

“Real Estate/Environmental Liability
News,” February 7, 1997

Headl i ne: Brownfields bill to help
reuse old industrial sites; Del ayed
city project shows cleanup issues

Text: Nationw de, with encouragenent
fromthe Environnental Protection
Agency, brownfiel ds prograns have taken
off. Thirty-one states have enacted
vol untary cl eanup prograns, the EPA
says.

“The Sun” (Baltinore), February 2, 1997

The term “brownfields” is defined by
the state [Maryl and] Departnent of the
Envi ronnent as “abandoned or
underutilized industrial or comerci al
properties that face environnental

cl eanup obstacl es that woul d prevent
their redevel opnent and reuse.”

“The Baltinore Sun,” January 27, 1997

The Exam ning Attorney has al so nade of record

printouts fromthe United States Environnental Protection

Agency website which devotes entire sections to



Ser No. 75/191, 100

brownfields, with captions such as “About Brownfields,”
“Brownfields Projects and Initiatives” and “O her Sources
of Information on Brownfields.”

In addition, the Exam ning Attorney points to
applicant’s own information, sone of which was submtted by
applicant and some of which was taken from applicant’s
website and nmade of record by the Exam ning Attorney. This
mat eri al includes the follow ng statenents:

| f you are faced with an
environnental Iy contam nated comerci a
or industrial property (a
“brownfield”), but you’ ve heard the
horror stories of dealing with the EPA
or state environnental enforcenent
agenci es, we can hel p.

* k *
What do we do? Brownfield Realty, Ltd.
wi |l assune regulatory responsibility
for the environnentally conprom sed
property, provide funds for efficient
remedi ati on, provide environnental
i nsurance and/ or secure agency
approval s necessary to return the
property to profitability.

Does Brownfield Realty, Ltd. buy such
properties? YES' W actively seek out
properties which have existing
pollution either fromon-site
activities or from adjacent properties.
www. br ownf | d. com

In addition, with his appeal brief the Exam ning

Attorney has submtted a dictionary definition of “realty”
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as meaning “real estate.”* W take judicial notice of this
definition.>

A mark is nmerely descriptive, and therefore prohibited
fromregistration under Section 2(e)(1) of the Trademark
Act, 15 U.S.C 1052(e)(1), if it imrediately conveys
know edge of the ingredients, qualities, or characteristics
of the goods or services with which it is used. Inre
Gyul ay, 3 USPQ2d 1009 (Fed. Cr. 1987); In re Engineering
Systens Corp., 2 USPQ2d 1075 (TTAB 1986). It does not have
to describe every one of these, but it is sufficient to be
considered nmerely descriptive if it describes a single,
significant quality, feature, function, etc. In re Venture
Lendi ng Associ ates, 226 USPQ 285 (TTAB 1985).

The evidence of record clearly shows that BROMNFI ELD
is a recognized termfor contam nated | and, and that
applicant’s real estate, environnental renediation and
envi ronnment al managenment services all involve brownfield
sites. Thus, BROWNFI ELD descri bes a significant
characteristic of applicant’s services. The term REALTY

al so describes applicant’s services, in that applicant’s

4

The Anerican Heritage Dictionary of the English Language, 3d
ed. © 1992.

®> The Board may take judicial notice of dictionary definitions.
Uni versity of Notre Dame du Lac v. J. C. Cournet Food Inports
Co., Inc., 213 USPQ 594 (TTAB 1982), aff’'d, 703 F.2d 1372, 217
USPQ 505 (Fed. Cir. 1983).
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services involve real estate. Wen the words are conbi ned
as BROWNFI ELD REALTY or BROMWFI ELD REALTY LTD. and used in
connection with applicant’s identified services, the
resulting ternms i Mmediately tell consuners, respectively,
that applicant provides its real estate, environnental
remedi ati on and environnmental managenment services for
contam nated | and and that applicant is a conpany that
provi des such services. As such, BROMFI ELD REALTY is not
i nherently distinctive.

Applicant argues in its reply brief that the word
REALTY “suggests that applicant is arealtor, [sic] i.e.
broker, of commercial or residential real estate,” p. 2,
but that applicant is not. However, whatever the word
REALTY may suggest to applicant, the clear meaning of the
word is “real estate,” and applicant itself has identified
its services as “real estate” services. Thus, we do not
accept applicant’s argunment that REALTY is an inherently
distinctive termfor applicant’s real estate services; on
the contrary, the termis generic for real estate services,
in the sane way that “real estate” would be generic.

Applicant also points to the definition adopted by
Exam ning Attorney of the word “brownfield” as “abandoned
or underutilized industrial or commercial properties that

face environnental cleanup obstacles that woul d prevent

10
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t heir redevel opnent and reuse.” Applicant then
recharacterizes this definition as neaning
“environnmental ly-inpaired real estate” and conbi nes
applicant’s characterization of “brownfield” with the
definition of “realty” as neaning “real estate” to reach
t he concl usi on that BROMFI ELD REALTY woul d nean
“environnental ly-inpaired real estate real estate.”
Appl i cant contends that this conmbination of definitions is
redundant and nonsensi cal .

We are not persuaded by applicant’s semantic “logic”
t hat BROWNFI ELD REALTY is inherently distinctive. Rather,
consuners will imedi ately understand that BROMFI ELD
REALTY refers to real estate that is environnentally
contam nated, and that when this termis used in connection
with applicant’s identified services, it describes a
characteristic of the services, nanely that the services
i nvol ve such real estate.

This brings us to applicant’s first alternative
position, nanely, that if BROMFIELD REALTY is not
i nherently distinctive, it has acquired distinctiveness.
I n support of this position, applicant has submtted only a
decl aration, dated October 18, 2000, attesting to
applicant’s substantially exclusive and continuous use in

commerce since as early as Septenber 1996, in other words,

11
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for not quite a four-year period. It is noted that in the
response acconpanying this declaration applicant states
that it is claimng use in conmerce for nore than five
years, and therefore is entitled to the statutory
presunption of Section 2(f). That section provides that
“The Director nmay accept as prinma facie evidence that the
mar k has becone distinctive, as used on or in connection
with the applicant’s goods in conmerce, proof of
substantially exclusive and conti nuous use thereof as a
mar k by the applicant in commerce for the five years before

the date on which the claimof distinctiveness is nmade.”

(emphasi s added). Because applicant did not show use of
the mark for the five years prior to the filing of its

cl ai mof acquired distinctiveness on Qctober 23, 2000, it
is not entitled to rely on a nere declaration as prim
faci e evidence of acquired distinctiveness.

Even if applicant had nade the requisite five years
use, we would not have found the term BROMFI ELD REALTY to
have acquired distinctiveness. It is the applicant’s
burden to prove that its mark, or in this case the term
whi ch for which a disclainer has been required, has
acquired distinctiveness. The greater the descriptiveness
of the term the greater the evidence necessary to prove

acquired distinctiveness. See Yamaha International Corp.

12
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v. Hoshino Gakki Co., 840 F.2d 1572, 6 USPQ2d 1001 (Fed.
Cir. 1988). 1In view of the highly descriptive nature of
BROWNFI ELD REALTY for applicant’s identified services, a
nere declaration of four (or even five) years of
substantially exclusive and conti nuous use of the mark in
comerce is insufficient to denonstrate that the term has
acqui red distinctiveness.

This brings us to applicant’s second alternative
position, that its mark is registrable on the Suppl enent al
Regi ster. The Exam ning Attorney has essentially refused
registration on this register (by requiring that applicant
anend its application to the Principal Register) because a
mar k which is registrable on the Principle Register may not
be regi stered on the Suppl emental Register. The Exam ning
Attorney asserts that, because applicant’s mark is
registrable on the Principal Register with a disclainmer of
BROWNFI ELD REALTY LTD., it may not be registered on the
Suppl enrent al Regi ster.

The Exam ning Attorney has cited Section 1141.01 of
the Trademark Manual of Exam ning Procedure in support of
his position. That section states that “A mark which is
clearly eligible for the Principal Register may not be
regi stered on the Suppl enmental Register. An application

requesting registration of such a mark on the Suppl enent al

13
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Regi ster nust be anended to the Principal Register, or

" 6 \W also note that Section 23 of

refused registration
the Trademark Act, 15 U S.C. 1092, states that “All marks
capabl e of distinguishing applicant’s goods or services and

not registrable on the principal register herein provided

...Mmay be registered on the supplenental register....”
(enphasi s added).

Al t hough marks which are registrable on the Principa
Regi ster may not be registered on the Suppl enent al
Regi ster, the present case presents us with an odd
situation, in that the Exam ning Attorney is requiring
that, to be registrable on the Principle Register, all the
wording in the mark nust be disclained. Essentially, the
Exam ning Attorney has found that the relatively m nor
design el enent is enough to “carry” the mark and justify
its registration on the Principal Register, although the
dom nant part of the mark is unregistrable.

We do not think this is a correct interpretation of
the statute or the Manual or the case law. The entire mark

applicant is seeking to register is clearly not registrable

8 This statement is taken fromthe edition of the Manual which
was in effect at the time the Examning Attorney’s brief was
filed. Athird edition of the Manual has now been rel eased, and

contains, in Section 815.01, essentially the sanme statenent,
except that the citation toln re U S. Catheter & Instrunent

Corp., 158 USPQ 54 (TTAB 1968), has been del et ed.

14
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on the Principal Register; it is only if applicant
di sclains the dom nant portion of the mark that it would be
consi dered registrable. To put it another way, the
Exam ni ng Attorney has found, and we agree, that the
dom nant part of the mark, the words BROMFI ELD REALTY
LTD., is unregistrable on the Principal Register. 1In these
circunstances, we find that applicant’s mark is entitled to
regi stration on the Supplenental Register, despite the fact
that it would also be registrable on the Principal Register
with a disclainmer of all the wording.

However, even marks which are registrable on the
Suppl emrent al Regi ster may not contain generic terns unless
t hose terns have been disclained. See In re Carolyn's
Candies, Inc., 206 USPQ 356 (TTAB 1980) and cases cited
therein. The term REALTY in applicant’s mark is generic
for applicant’s real estate services. As noted previously,
REALTY is another word for “real estate,” and applicant’s
services in Class 36 are clearly identified as real estate
services. Accordingly, the refusal of registration nust be
affirmed absent a disclainmer for this word. However,
because the word REALTY is generic only with respect to the
services in Class 36, applicant nay obtain a registration
Wi thout a disclaimer if it divides the application to sever

Cl asses 40 and 42 fromthe O ass 36 application.

15
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Decision: The refusal to register the mark on the
Princi pal Register pursuant to Section 6 absent a
di scl ai mrer of BROMFI ELD REALTY is affirmed because the
termis nerely descriptive and has not acquired
distinctiveness is affirmed; the refusal to register the
mar k on the Suppl enental Register is also affirned.
However, applicant is allowed 30 days in which to submt a
di scl ai mrer of BROWNFI ELD REALTY, in which case this
decision will be set aside, and the mark will proceed to
publication for registration on the Principal Register; or
applicant may submit a disclainmer of REALTY and the
application will proceed to registration on the
Suppl enental Regi ster; or applicant may submt a request to
di vide the application, and enter a disclainmer of REALTY
with respect to the Cass 36 application. In that event,
the application in Casses 40 and 42 will proceed to
regi stration on the Suppl enmental Register w thout
di sclainmer and the application in Class 36 will proceed to
regi stration on the Suppl enental Register with a disclainer

of REALTY.
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